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I. Real Party in Interest 

The present application is assigned to Minolta Co., Ltd.. Minolta Co., Ltd. is 
the real party in interest. 

II. Related Appeals and Interferences 

The Appellant's legal representative, or assignee, does not know of any other 
prior or pending appeals, interferences, or judicial procedures, which will affect or be 
directly affected by or have bearing on the Board's decision in the pending appeal. 

III. Status of Claims 

The application contains claims 1-47. Claims 1-13 and 32-36 have been 
canceled. Claims 14-31 and 37-47 are pending, and stand rejected. This appeal is 
directed to each of the rejections of claims 14-31 and 37-47. 

IV. Status of Amendments 

An Amendment is being filed with this Appeal Brief. Claims 41 and 43 are 
being amended to cure a lack of antecedent basis. The amendments do not affect 
the Appellants' substantive arguments against the rejections. The claims appearing 
in the accompanying Appendix incorporate these amendment. 

V. Summary of Claimed Subject Matter 

The independent claims are generally directed to an e-mail controlling 
apparatus and e-mail controlling system, an e-mail processing method, a computer 
readable medium and a program product and an e-mail controlling apparatus. 

Appellant's Figure 3 is a conceptual diagram for describing the various 
functions performed by the claimed embodiments. As described at paragraphs 
[0045]-[0054], an e-mail receiving module 121 and an e-mail sending module 122 
are software modules for, respectively, receiving and sending e-mails according to a 
conventional protocol similar to an existing mail server. An e-mail analysis module 
123 is a software module for determining whether e-mail has been received from 
another mail server, has any attachments, and for extracting the attached files. In 
Buchanan IngersoU A Rooney pc 
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addition, the e-mail analysis module 123 extracts the instruction parts of telephone 
numbers and IP addresses contained in the e-mail. An e-mail editing module 124 
prepares a receipt notice e-mail. Specifically, the receipt notice e-mail is prepared 
by removing the attachment file portion from the received e-mail, and adding the fact 
that the attachment file portion is removed as well as the name and type of the 
attachment file that has been removed (paragraph [0050]). A format or type 
conversion module 125 converts the e-mail into a format that can be output by a 
selected image output device. Image output devices 950, 960 and 970 are shown in 
Figure 1. 

Also disclosed is a portable telephone position acquisition module 126 for 
acquiring the current location of a portable telephone for receiving e-mail via the 
network and the telephone network. A location information registration module 127 
registers and stores the location information of multiple image output devices by the 
type of device (paragraph [0052]). An output search module 128 selects the image 
output device to which the entire e-mail received by the mail server 100 and/or the 
data that corresponds to the attachment file is output. 

A mapping of each of the independent claims to the disclosure is set forth in 
the following claim charts. 



Claim 


Disclosure 


14. An E-mail controlling apparatus comprising: 


Paragraph [0044], Mail 
Server 100, Fig. 2 


an E-mail receiving device receiving E-mail including 
a main text portion and an attachment file portion 
and being addressed to a portable terminal unit; 


The software module 
described in Paragraph 
[0045] as executed by Mail 
Server 1 00 of Fig. 1 , or 
described in paragraph 
[0051] 


an E-mail preparing device preparing receipt notice 
E-mail by removing the attachment file portion from 
the received E-mail; 


The software module 
described in Paragraph 
[0047] as executed by Mail 
Server 1 00 of Fig. 1 , or 
described in paragraph 
[0051] 


an E-mail transmitting device transmitting to said 
portable terminal unit the receipt notice E-mail 


The e-mail sending software 
module described in 
Paragraph [0045] as 
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prepared by said E-mail preparing device and an E- 

moil iHontif\/inn mi i Iti r~\(o r~\ r~r\ o r"\cio"H\ tcx imonQ r\\ i"f i \\ 

iiidii HJtMuiiyiiiy iiiuiupm piuoptjouvti niidyt; uuipui 

devices; 


executed by Mail Server 100 
of Fig. 1 , or described in 
paragraph [0051]; Fig. 3 


an instruction receiving device receiving an E-mail 
including an instruction for specifying one of multiple 
image output devices; 


Mail server 100, Fig. 1, Step 
S205, Fig. 5 and Paragraph 
[0062]; Fig. 3 


a converting device converting the attachment file 
portion into data of a format acceptable to the image 
output device; and 


The software module 
described in Paragraph 
[0048] as executed by Mail 
Server 1 00 of Fig. 1 , or 
described in paragraph 
[0051] 


a data transmitting device transmitting said data after 
the conversion to the image output device specified 
by said instruction. 


The software module 
described in Paragraphs 
[0045], [0048] as executed by 
Mail Server 1 00 of Fig. 1 , or 
described in paragraph 
[0051]; Fig. 5 






15. An E-mail controlling system comprising: 


Figs. 1-3, and 5, Paragraphs 
[0051], [0053] and [0056]. 


an E-mail receiving device receiving E-mail 
addressed to a portable terminal unit; 


The software module 
described in Paragraph 
[0045] as executed by Mail 
Server 1 00 of Fig. 1 , or 
described in paragraph 
[0051] and Paragraph [0060] 


an E-mail preparing device preparing receipt notice 
E-mail based on the E-mail received by said E-mail 
receiving device; 


The software module 
described in Paragraph 
[0045] as executed by Mail 
Server 1 00 of Fig. 1 , or 
described in paragraph 
[0051] and Paragraph [0062] 


an E-mail transmitting device transmitting the receipt 
notice E-mail prepared by said E-mail preparing 
device to said portable terminal unit; 


The e-mail sending software 
module described in 
Paragraph [0045] as 
executed by Mail Server 100 
of Fig. 1 , or described in 
paragraph [0051] and 
Paragraph [0062] 


a location information acquiring device acquiring 


The software module 
described in Paragraph 
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location information of said portable terminal unit; 


[0049] as executed by Mail 
Server 1 00 of Fig. 1 , or 
described in paragraph 

[UUD 1], . 


a selecting device selecting one of multiple image 
output devices on the basis of the location 
information of said portable terminal unit acquired by 
saiu location information acquiring uevice, 


Mail server 100, Fig. 2 and 3; 
Paragraphs [0089], [0098] 


a notifying device that sends an E-mail to said 
portable terminal unit containing a notification of the 
image output device selected by said selecting 
aevice, ana 


Mail server 100, Fig. 2 and 3; 
Paragraph [0095] 


a data transmitting device transmitting at least a 
portion of the data of the E-mail received by the E- 
mail receiving device to the image output device 
selected by the selecting device. 


Mail server 100, Figs. 2 and 
3; Paragraph [0096] 






31. An E-mail controlling system comprising: 


Figs. 1-3, and 5, Paragraphs 
[0051], [0053] and [0056]. 


an E-mail receiving device receiving E-mail including 
a main text portion and an attachment file portion 
and being addressed to a portable terminal unit; 


Fig 8, Paragraph [0071] 


an E-mail preparing device preparing receipt notice 
E-mail by removing the attachment file portion from 
the received E-mail; 


Mail server 100, Fig. 2 
Paragraph [0074] 


an E-mail transmitting device transmitting to said 
portable terminal unit the receipt notice E-mail 
prepared by said E-mail preparing device and an E- 
mail identifying multiple prospective image output 
devices; 


Man server iuu, rig. £ 

Paragraphs [0053] and 
[0058] 


an instruction receiving device receiving an E-mail 
including an instruction specifying one of multiple 
image output devices; 


Mail server 100, Fig. 2; 

Paragraphs [0053] and 
[0065] 
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a converting device converting the attachment file 

nortion into Hsitsi of a format ^opf^nt^iolp* to thf^ impnp 

IIUI 1 II 1 K\J \J d LCI KJl CI IUI 1 1 ICIl QUU^UlCIUIw LU LI IC II I luUw 

oi itni it n*p\/if*p" anH 


Mail server 100, Fig. 2; 

Paraaraohs r0051l 1*00561 
and [0066] 


a data transmitting device transmitting said data after 
the conversion to the image output device specified 
by said instruction. 


Mail server 100, Fig. 2; 
Paragraph [0066] 






37. An E-mail controlling system comprising: 


Figs. 1-3, and 5, Paragraphs 
[0051], [0053] and [0056]. 


an E-mail controlling apparatus; 


Mail server 100, Fig. 1, 

Do ranranh mfl^fil 
rdldyidpil [UUOOJ 


a portable terminal unit receiving E-mail from said E- 
mail controlling apparatus; and 


Portable telephone 200, Fig. 
1 , Paragraph [0056] 


cui irilcty^ UUipUl UcVlUc OdpdUlt? Ul itJOGlvliiy Udld 

from said E-mail controlling apparatus; 


Printor Qfifl Pin 1 
niiMici you, i ly. 1 


said E-mail controlling apparatus including: 
an t-rnaii receiving aevice receiving t-maii 
addressed to said portable terminal unit; 


Mail server 100, Fig. 1 

rdldyidpilo |_UUHUJ di IU 

[0053] 


an E-mail preparing device preparing receipt notice 

C-lildll UdbcU UN lilt? C-Ilidil IfciUoiVfciU Uy odIU L_-llldll 

receiving device; 


Mail server 100, Fig. 1 
Paragraph [0053] 


an E-mail transmitting device transmitting the receipt 
notice E-mail prepared by said E-mail preparing 
device to said portable terminal unit; 


Mail server 100, Fig. 1 
Paragraph [0053] 


a location information acquiring device acquiring 
location information of said portable terminal unit; 


Mail server 100, Fig. 1 
Paragraphs [0052] and 
[OOooJ 


a selecting device selecting one of multiple image 
output devices on the basis of the location 
information of said portable terminal unit acquired by 
said position acquiring device; 


Mail server 100, Fig. 1, 
Paragraphs [0089] and 
[0098] 


a notifying device that sends an E-mail to said 
portable terminal unit containing a notification of the 


Mail server 1 00, Fig. 1 , 
Paragraph [0095] 
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image output device selected by said selecting 

UfcJVILrt?, dflU 




a data transmitting device transmitting at least a 
portion of the data of the E-mail received by the E- 

moil f^%j^/*\i\ /'ttr^*~* /Hiawif'o the* imano itr^i if" /H 

nidii rcociviriy utJviut; iu int? inidyt; uuipui ucviuc 
selected by the selecting device; 


Mail server 100, Fig. 1, 
Paragraph [0096] 


said image output device outputting the content of 
the E-mail based on the data received from said E- 
mail controlling apparatus. 


Mail server 100, Fig. 1, 
Paragraph [0098] 






38. An E-mail processing method comprising the 
steps of: 


Figs. 6 and 7 


receiving E-mail addressed to a certain destination; 


Figs. 6 and 8, 
raragrapn [uufuj 


nronarinn ropoint nntii^o P.mQ i I h>o ooH nn tho 
pit^pdllliy ItJUtJipi 1 lULIOtJ L~lllaM UclOCU KJli Lilt? 

received E-mail; 


Pa ran ran h rn07Al 
rdldyidpil \\J\J f *+J 


transmitting said receipt notice E-mail to said 

UtJoUl IcUIUl 1, 


Fig. 7, step S31 1 , Paragraph 
[0090] 


acquiring location information of said destination; 


Paragraph [0079] 


selecting one ot munipie image ouipui devices on xne 
basis of the location information of said destination 

aCLjUlloU, 


rig. o, sxep oouo, raragrapn 
[0082] 


ot?nuiny an cz-rnciii 10 ocuu ucoiiricuiuri containing a 
notification of the selected image output device; and 


i iy . /, biepooiy, "aicagrapn 
[0097] 


iransmiuing ai icasi a portion 01 tne ucitci ot tne 
received E-mail to the selected image output device. 


Pin 7 CO^o Doronranh mOORl 

rig / , oo io rdragrapn [uuyoj 






jy. An t-man processing metnou comprising xne 
steps of: 


rigs, o ana / 


receiving E-mail addressed to a portable terminal 
unit; 


Figs 6 and 8 
Paragraph [0070] 


preparing receipt notice E-mail based on the 


Paragraph [0074] 
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1 CV/ul VCVJ 1— 1 1 1 C* 1 1 j 




transmitting said receipt notice E-mail to said 
portable terminal unit; 


Fig. 7, step S31 1 , Paragraph 
[0090] 


^pniiirinn Inr^tinn information of ^piH nort^hlp 

dl^lJUII II ly l\JKsCX LI W 1 1 II 1 1 1 I I ICILIWI 1 VJ 1 OQ \KJ LCI U 1 

terminal unit; 


Paranranh I"007Q1 


selecting one of multiple image output devices on the 

Udolb U\ Lilt? dULjUllt?U (UUdUUM lillUl lllallvJi 1 LM odIU 

portable terminal unit; 


Fig. 6, step S306, Paragraph 
[0082] 


conrlinn or*i ^— — m o i 1 to coirl nnrtohlQ to rrvi i o 1 i mit 
ot^llUliiy call C-lildll IU odlvj pUlldUlc? ItJflllllldl UNIl 

oont^inirm a notifioGtion of th^ o^l^ot^H i manp ni itoi it 

L/UI lldll III iy C* 1 Il/UI llsdUUI 1 LJI LI IC ov^ItJL* LdJ II 1 IdLJC VJULLjLIL 

device; and 


Fin "7 cton O *1 Q Paranranh 
i iy . f , oltJp OO 1 17, rdl dy I dpil 

[0097] 


transmitting at least a portion of the data of the 
received E-mail to the selected image output device. 


Fig. 7, step S318, Paragraph 
[0096] 






40. A computer-readable medium having a plurality 
of sequences of instructions stored thereon including 
sequences of instructions which are executed by one 
or more processors to perform the steps of: 


Figs. 6 and 7, Paragraph 


receiving E-mail addressed to a certain destination; 


Figs. 6 and 8, 
Karagrapn [uu/uj 


nrpnarinn rciffii ot notioo f— — moil h o cqH on t ho 
pic^pdllliy IcOdjJl MUIILfO CL llldll UdoCU UN Lilt? 

received E-mail; 


Paranranh TOO 741 
rdl dyi oLJi i [_vj vj t *+j 


transmitting said receipt notice E-mail to said 

H^Qti nation* 

UCoLM IG1 LIU 1 1, 


Fig. 7, S311 Paragraph 
[0090] 


acquiring location information of said destination; 


Paragraph [0079] 


colootino ono of mi iltiolo imooo 01 itm it r\ d\/ipoc on tho 
ooloLrLlfiy (Jilt? Ul fllUIULJIt? Illldyc; UUipUL Ut?VIOt?o vJl 1 U It? 

basis of the location information of said destination 
acquired, 


Fin ^^Ofi Paranranh 

[0082] 


sending an E-mail to said destination containing a 
notification of the selected image output device; and 


Fig. 7, S319 Paragraph 
[0097] 


transmitting at least a portion of the data of the 
received E-mail to the selected image output device. 


Fig. 7, S318 Paragraph 
[0096] 
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41. A computer-readable medium having a plurality 

of corn ipnppQ of i nQtn lotionQ Qto roH thprpnn innliiHino 

Ul vJCvjUCI IL/Co U 1 II loll Ul^UUI lO OlUlCU U iGlGUil II IL/IUVJII iy 

sequences of instructions which are executed by one 

or mor^ nrnpPQQn tq to n^rform thf* ctpnQ of* 

\J l 1 \ IKJl \Z* yjl UL»COOUI O LU fJCIIUIIII LI O LC* LvO Ul . 


Figs. 6 and 7, Paragraph 
[0145] 


receiving E-mail addressed to a portable terminal 

i init* 


Figs. 6 and 8, 
Paragraph [0070] 


preparing receipt notice E-mail based on the 

rprpiypH i— -mail* 


Paragraph [0074] 


transmitting said receipt notice E-mail to said 
portable terminal unit; 


Fig. 7, step S31 1 , Paragraph 
[0090] 


a^n i lirino location information of c o iH nnrta Klo 
dUlj Ull II iy lUUdllUI 1 II IIUI 1 1 IdllUI 1 Ul odIU UUI idUlt2 

terminal unit; 


Paranranh [0070,1 

1 dl dy 1 d|JI 1 [UU f v?J 


selecting one of multiple image output devices on the 
Dasis or ine acquireu location iniormanon ot saia 
portable terminal unit; 


Fig. 6, step S306, Paragraph 
[0082] 


ocllUiny all IZ.-I lldll LU bdlU pUl LdUlfcJ lolllliriol UI1IL 

oontainino notification of th^ colootfiH imano 01 itni it 
uui iidii m iy d i luu i luduui i ui 11 ic? ooicsUluu iiiidyt? uuijjui 

H^v/ir^* anH 

Uv7VllsC7, CI 1 IVJ 


■ ig. / , bifc?p oo i y, r^drdyrdpn 
[0097] 


tran^rnittino at IpaQt a nnrtion of thp data of thp 

LI Gil ■ 0 1 1 iillii iy C1L i^aoi CI yJ\J\ LIUI 1 \J\ LI IC vJ Ck lu Ul LI lu 

received E-mail to the selected image output device. 


Fin 7 ^fpn S^IR Paranranh 

i iy f ] o l ^jsj i \j j i cii ciyi ca yj i i 

[0096] 






42. A program product comprising: 


Paragraph [0145] 


a compuier-reaQdDie meaium, ana 


Doronrorth l"0 "1/1^1 

raragrapn [u \ho\ 


computer program contained on said computer- 
redadDie meaium ior causing a compuier 10 execuie 
a process comprising the steps of: 
receiving E-mail addressed to a certain destination; 


Figs. 6 and 7, Paragraph 
[0145] 


preparing receipt notice E-mail based on the 
received E-mail; 


Paragraph [0074] 


transmitting said receipt notice E-mail to said 


Fig. 7, step S31 1 Paragraph 
[0090] 
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H^cti nation* 
U colli IdLIUI 1, 




acquiring location information of said destination; 


Paragraph [0079] 


ocicuuny uiic ui muiupiu in lay t; uuipui ut;viut;o uri uit; 

basis of the location information of said destination 

dULjUII tJU, 


i iy. O, olfcJU OOVJU, i dldyidpil 

[0082] 


ot^llUlliy oil L_-llldll LU odIU Ut?olll IdllUi 1 UUl Hall ill ly d 
nntifir'satinn of tht^ QtilciotciH imariP 01 itm it Ho\/ir*pk' anH 


Fin 7 cton Q Paranranh 
ny. / , oit?p oo iy rdi dy i dpi i 

[0097] 


trsincmittirin at I^Qct o r\nrtinn of tho H o to nf the* 
11 dl lol 1 llllli iy dl Ifcfdol d JJUlllUII Ul U It? UdLd vJI nit; 

received E-mail to the selected image output device. 


Fin 7 Qtfan^^lft Parflnranh 

[0096] 






43. A program product comprising: 


Paragraph [0145] 


a computer-readable medium; and 


Paragraph [0145] 


computer program contained on said computer- 
readable medium for causing a computer to execute 
a process comprising ine steps 01. 
receiving E-mail addressed to a portable terminal 

i init* 
Ui UL, 


Figs. 6 and 7, Paragraph 
[0145] 


preparing receipt notice E-mail based on the 

rt?ot?ivt?u Cl— 1 1 Id II , 


Paragraph [0074] 


transmitting said receipt notice E-mail to said 
portable terminal unit; 


Fig. 7, step S311, Paragraph 
[0090] 


acquiring location iniormation ot saia ponaoie 
terminal unit; 


r a rag rap n [uu/^yj 


seiecimg one 01 mumpie image ouipui uevices on me 
basis of the acquired location information of said 
poridDie xermindi unit, 


(Tin £5 e+on Q QHP Do Mnro r^h 

rig. o, siep ooud, raragrapn 
[0082] 


senuing an t-man 10 saio ponaDie unn containing a 
notification of the selected image output device; and 


ny. ( , oLtjp oo iy, "didyidpn 
[0097] 


transmitting at least a portion of the data of the 
received E-mail to the selected image output device. 


Fig. 7, step S318, Paragraph 
[0096] 
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44. An E-mail controlling apparatus comprising: 


Mail server 100, Figs. 1 and 2 


a communication interface for sending and receiving 
E-mails; 


Fig. 2, element 170, 
Paragraphs [0040] - [0042], 
[0044],and [0046] 


a processor that is responsive to receipt of an E-mail 
addressed to a certain destination through the 
communication interface, for generating at least one 
E-mail containing a notification of the receipt of the 

C-iIloll diiU II \\\J\ 1 MdLILH 1 UN dl ItSclol Ul It; UJUlfJUl Ut?VIOt2 

to which at least a part of the E-mail is to be 
outputted, and for controlling the communication 
interface to send the generated one E-mail to said 
certain destination. 


Fig. 2, element 110 
Paragraphs [0044], [0045], 
and [0054] 



VI. Grounds of Rejection to be Reviewed on Appeal 

Claims 14-31 and 37-47 were rejected under 35 U.S.C. § 102(e) as being 
anticipated by Miller et al. (US006421707B1). 

Claims 14-31 and 37-46 were also rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Miller in view of Theimer et al. Claim 47 was rejected under 35 
USC § 103(a) as being unpatentable over Miller and Theimer further in view of 
Glorikian. 

VII. Argument 

A. Rejection Under 35 USC § 102 

"A claim is anticipated only if each and every element as set forth in the claim 
is found, either expressly or inherently described, in a single prior art reference." 
Verdegaal Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed. Cir. 1987). 
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For purposes of this Brief, the independent claims can be divided into two 
groups, each of which recites at least one element that is not disclosed in the 
references. 

1. Claims 15 and 37-44 

Independent claim 15 recites a device that selects one of multiple image 
output devices and "a notifying device that sends an E-mail to said portable terminal 
unit containing a notification of the image output device selected by said selecting 
device." Thus, an email is sent to the portable terminal, and this email identifies an 
image output device on which data is to be output. Independent claims 37-44 recite 
a similar notifying feature as independent claim 15. 

In making the rejection of claim 15 in the Final Office Action, the Examiner 
asserts that the claimed notifying device that sends an E-mail to the portable 
terminal containing a notification of the image output device selected by the selecting 
device is disclosed by the Miller patent at column 1 , lines 47-58, column 2, lines 58- 
64, column 5, lines 35-49, column 6, lines 14-19 and column 9, lines 40-46. 

The Examiner goes on to explain at page 5, second bullet point, that the Miller 
patent teaches an environment where e-mail addressed to a mobile subscriber is 
received at the service controller, a receipt notification is selectively generated and 
delivered to the addressee and finally the intended e-mail is displayed to the 
subscriber or output to a device such as a facsimile. The Examiner then quotes a 
substantial portion of column 3, lines 33-38. 

After carefully considering the Examiner's arguments on pages 24-28 of the 
final Office Action, the characterization of the Miller system, the language quoted 
from Column 3 of the Miller patent, and the other cited columns and lines, the 
Appellant was unable to find the claimed feature of a notifying device that sends an 
E-mail to said portable terminal unit containing a notification of the image output 
device selected by said selecting device in the Miller patent. 

The system described in the Miller patent merely sends a receipt notification, 
nothing more. For example, column 1, lines 47-58, in particular, lines 54-58 state 
"The subscriber is then notified by the network of the message and then delivers the 
message and any multimedia attachments to the message to the subscriber, 
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according to a delivery indication sent by the subscriber to the network." (Emphasis 
added). There is no mention of an e-mail containing a notification of the image output 
device selected by the selecting device being sent to the portable terminal unit. 

Column 2, lines 52-64 describe subsystems and delivery systems that are 
suitable for implementing the system architecture. Column 5, lines 35-49 describes 
the process of pressing the content soft key with reference to Figure 4(i). 

Column 6, lines 14-19 describe the hypothetical user entering a destination 
fax number to which a graphics file is to be sent. 

Finally, column 9, lines 40-46 discuss that filtering and forwarding rules are 
flexible, and permit filtering and forwarding of mail messages in any manner capable 
of being specified as a rule. Again, there is no disclosure or suggestion of sending 
an e-mail containing a notification of the image output device selected by the 
selecting device in any of the above citations or in column 3, lines 33-38 of the Miller 
patent. 

In the Advisory Action dated April 2, 2007, the Examiner based his rebuttal on 

the passage of the Miller patent at column 1, lines 52-58, which states: 

Upon receipt of the message, the network determines an 
appropriate action to take with respect to the message based upon 
a profile of the subscriber. The subscriber is then notified by the 
network of the message and then delivers the message and any 
multimedia attachments to the message to the subscriber, 
according to a delivery indication sent by the subscriber to the 
network, (emphasis added) 

As explained above, there is no mention in this passage of an e-mail 
containing a notification o f the image output device being sent to the portable 
terminal unit. The Miller patent describes a notification acknowledging receipt of a 
message and delivery of the message to an output device indicated by the 
subscriber . 

In the Advisory Action, the Examiner points again to Figures 4(j), 4(n), 4(q) 
and 4(t) of the Miller patent, as disclosing the claimed features. Each of these 
figures merely presents choices, i.e., a menu, to the subscriber so the subscriber 
can choose how to receive the attachments. 

First, neither the Office Action nor the Advisory Action establishes that the 
described menu is provided by means of an email that is sent to the handset of the 
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subscriber. Rather, the logical assumption is that the menu is displayed by software 
within the handset. 

Second, this menu does not provide notification of an image output device 
that has been selected by a selecting device and sent to the handset. Instead, it is 
the mechanism by which the user makes a selection, which is then transmitted from 
the handset. 

In the context of the Miller patent, there is no reason to send an email to the 
subscriber containing a notification of the image output device selected by the 
selecting device. In particular, the subscriber uses the menu of Figure 4(j) to choose 
an image output device X. As such, why would it be necessary to send the 
subscriber an E-mail informing the subscriber that he or she just chose image output 
device X? 

At page 3, the end of numbered paragraph 2 of the Advisory Action, 

the Examiner concisely describes the teaching of Miller: 

Hence, Miller teaches of the subscriber confirming with the system 
in using SMS as the selected delivery method via a display 412 of 
the handset 411. In other words, Miller teaches of the system 
presenting SMS as one of the selected delivery method to the 
subscriber and that the subscriber confirming with the system of 
using SMS as the delivery method via the display of the handset. 

This statement does not address the claimed subject matter. The fact that the 
subscriber chooses to use SMS, i.e., a messaging service, as a "delivery method" 
has nothing to do with providing notification of a selected image output device on 
which data of a received email is to be output. How the user chooses to receive a 
message is entirely distinct from informing the user of the device on which data is to 
be output. 

For at least this reason, the final Office Action fails to show that the Miller 
patent discloses every element recited in claim 15. Since each of claims 37-44 also 
recites this notification feature, the Office action has not established the requisite 
support for the rejection, and the rejection of claims 15 and 37-44 should be 
reversed. 
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2. Claims 14 and 31 

Independent claims 14 and 31 recite, in combination with other features, an E- 
mail transmitting device transmitting to said portable terminal unit a receipt notice E- 
mail prepared by said E-mail preparing device and an E-mail identifying multiple 
prospective image output devices . 

Page 1 1 of the final Office Action states the Examiner's rationale for rejecting 
claims 14 and 31 . The Examiner asserts that the same citations used to reject the 
notifying device recited in claim 15, that is, column 1, lines 47-58, column 2, lines 58- 
64, column 5, lines 35-49, column 6, lines 14-19 and column 9, lines 40-46, disclose 
the E-mail transmitting device of claims 14 and 31 . 

However, as in the rejection of claim 1 5, the claimed feature of an E-mail 
identifying multiple prospective image output devices is not disclosed. None of the 
citations describe the claimed step of transmitting an E-mail identifying multiple 
prospective image output devices, only the selective sending of a receipt notification. 

The system of Miller does not provide a E-mail identifying multiple prospective 
image output devices as recited in independent claim 14. As stated in column 1 , 
lines 54-58 of the Miller patent, "The subscriber is then notified by the network of the 
message and then delivers the message and any multimedia attachments to the 
message to the subscriber, according to a delivery indication sent by the subscriber 
to the network ." (Emphasis added). This is not the same as the claimed feature. 

Independent claim 31 recites a similar E-mail transmitting device as 
independent claim 14. The Miller patent does not disclose all of the features recited 
in independent claims 14 and 31. 

For at least this reason, the final Office Action fails to show that the Miller 
patent discloses every element recited in claims 14 and 31 . The rejection should be 
reversed. 

3. Claim 44 

Independent claim 44 recites a processor that is responsive to receipt of an E- 
mail addressed to a certain destination through the communication interface, for 
generating at least one E-mail containing a notification of the receipt of the E-mail 
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and information on at least one output device to which at least a part of the E-mail is 
to be outputted , and for controlling the communication interface to send the 
generated one E-mail to said certain destination. (Emphasis added). The cited 
portions of the Miller patent, i.e., column 1, lines 47-58, column 2, lines 58-64, 
column 5, lines 35-49, column 6, lines 14-19 and column 9, lines 40-46, do not 
disclose a processor for generating at least one E-mail containing information on at 
least one output device to which at least part of the E-mail is to be output as recited 
in independent claim 44. 

In the Advisory Action, the Examiner attempts to rebut the Appellant's 
arguments with a similar argument as presented with respect to claim 15 by referring 
to Millers Figures 4(j), 4(n), 4(q) and 4(t). As stated by the Examiner, Miller teaches 
a system presenting the subscriber with the system selected outputting means. 

However, the Office Action does not establish that this menu is presented by 
means of an email that is sent to the handset of the subscriber. Rather, the logical 
assumption is that the menu is displayed by software within the handset. 

Second, this menu does not provide an email identifying multiple prospective 
image output devices to the handset. Instead, it is the mechanism by which the user 
makes a selection, which is then transmitted from the handset. 

The Miller patent does not disclose all of the features recited in independent 
claim 44. 

For at least this reason, the final Office Action fails to show that the Miller 
patent discloses every element recited in claim 44. The rejection should be 
reversed. 

B. Rejections under 35 USC §103 
1. Claims 14-31 and 37-46 

Claims 14-31 and 37-46 were also rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Miller in view of Theimer et al. All the features of the claims have 
not been identified or explained in a manner that makes the claimed features 
obvious to one of ordinary skill in the art. 
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One criterion for establishing a prima facie case of obviousness is that all 
features of the claimed invention be taught by the prior art. In re Royka, 490 F.2d 
981, 180 USPQ 580 (CCPA 1974). 

As discussed previously, there has been no showing that Miller patent 
discloses or suggests sending an e-mail containing a notification or an E-mail 
identifying multiple prospective image output devices, as recited in the independent 
claims. 

As stated at page 17 of the final Office Action, the Examiner is relying on the 
Thiemer patent for its alleged disclosure of the claimed features of a location 
information acquiring device and a selecting device. However, the Office Action 
does not show that the Theimer patent overcomes the deficiencies of the Miller 
patent outlined above. 

The Examiner has not provided a citation in the Theimer patent that discloses 
the claimed features of an E-mail transmitting device transmitting to said portable 
terminal unit a receipt notice E-mail prepared by said E-mail preparing device and an 
E-mail identifying multiple prospective image output devices (claims 14 and 31); a 
notifying device that sends an E-mail to said portable terminal unit containing a 
notification of the image output device selected by said selecting device (claims 15, 
37-42); or a processor that is responsive to receipt of an E-mail addressed to a 
certain destination through the communication interface, for generating at least one 
E-mail containing a notification of the receipt of the E-mail and information on at least 
one output device to which at least a part of the E-mail is to be outputted , and for 
controlling the communication interface to send the generated one E-mail to said 
certain destination (claim 44). (Emphasis added) 

Neither the Miller patent nor the Theimer patent, either individually or in 
combination, disclose all of the features recited in the independent claims and those 
that depend therefrom. Appellant respectfully requests that the rejection of claims 
14-31 and 37-46 be reveresed. 

2. Claim 47 

Claim 47 was rejected under 35 U.S.C. §1 03(a) over the combination of the 
Miller and Theimer patents, further in view of the Glorikian patent. 
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The Glorikian patent, cited in the rejection of claim 47, does not overcome the 
deficiencies of the Miller and Theimer patents with respect to the feature claimed in 
parent claim 15 of a notifying device that sends an E-mail to said portable terminal 
unit containing a notification of the image output device selected by the selecting 
device. Therefore, the Glorikian, Miller and Theimer patents, either individually or in 
combination, do not disclose all of the features recited in dependent claim 47. 

C. In Conclusion 

The final Office Action does not meet the burden of showing that the 
references disclose every element recited in the claims, as required to support a 
rejection under 35 USC 102 or 103. The rejections do not meet the requirements of 
the statutes, and should be reversed. 

VIII. Claims Appendix 

See attached Claims Appendix for a copy of the claims involved in the appeal. 

IX. Evidence Appendix 
None. 
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X. Related Proceedings Appendix 
None. 
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VIII. CLAIMS APPENDIX 

The Appealed Claims 

Claim 14. An E-mail controlling apparatus comprising: 

an E-mail receiving device receiving E-mail including a main text portion and 
an attachment file portion and being addressed to a portable terminal unit; 

an E-mail preparing device preparing receipt notice E-mail by removing the 
attachment file portion from the received E-mail; 

an E-mail transmitting device transmitting to said portable terminal unit the 
receipt notice E-mail prepared by said E-mail preparing device and an E-mail 
identifying multiple prospective image output devices; 

an instruction receiving device receiving an E-mail including an instruction for 
specifying one of multiple image output devices; 

a converting device converting the attachment file portion into data of a format 
acceptable to the image output device; and 

a data transmitting device transmitting said data after the conversion to the 
image output device specified by said instruction. 

Claim 15. An E-mail controlling system comprising: 

an E-mail receiving device receiving E-mail addressed to a portable terminal 

unit; 

an E-mail preparing device preparing receipt notice E-mail based on the E- 
mail received by said E-mail receiving device; 

an E-mail transmitting device transmitting the receipt notice E-mail prepared 
by said E-mail preparing device to said portable terminal unit; 
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a location information acquiring device acquiring location information of said 
portable terminal unit; 

a selecting device selecting one of multiple image output devices on the basis 
of the location information of said portable terminal unit acquired by said location 
information acquiring device; 

a notifying device that sends an E-mail to said portable terminal unit 
containing a notification of the image output device selected by said selecting device; 
and 

a data transmitting device transmitting at least a portion of the data of the E- 
mail received by the E-mail receiving device to the image output device selected by 
the selecting device. 

Claim 16. The E-mail controlling system according to claim 15 wherein said 
E-mail preparing device prepares the receipt notice E-mail based on the content of a 
main text portion of the E-mail received by the E-mail receiving device. 

Claim 17. The E-mail controlling system according to claim 15 wherein said 
E-mail preparing device prepares the receipt notice E-mail by removing an 
attachment file portion of the E-mail received by the E-mail receiving device. 

Claim 18. The E-mail controlling system according to claim 17 wherein said 
data transmitting device transmits data corresponding to the attachment file portion 
of the E-mail received by the E-mail receiving device. 
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Claim 19. The E-mail controlling system according to claim 18 further 
comprising a converting device converting the attachment file portion of the E-mail 
received by the E-mail receiving device into data of a format acceptable to the image 
output device; wherein, 

said data transmitting device transmits the data after the conversion by said 
converting device. 

Claim 20. The E-mail controlling system according to claim 15 wherein said 
data transmitting device transmits data corresponding to an attachment file portion of 
the E-mail received by the E-mail receiving device. 

Claim 21. The E-mail controlling system according to claim 15 wherein said 
data transmitting device transmits the data corresponding to the entire portion of the 
E-mail received by the E-mail receiving device. 

Claim 22. The E-mail controlling system according to claim 15 wherein said 
selecting device selects image output devices within a certain distance from said 
portable terminal unit. 

Claim 23. The E-mail controlling system according to claim 15 wherein said 
selecting device selects an image output device closest to said portable terminal 
unit 

Claim 24. The E-mail controlling system according to claim 15 wherein said 
selecting device includes: 
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a memory device storing location information of multiple image output 
devices; and 

a search device searching image output devices suitable for the location 
information acquired by said location information acquiring device from multiple 
image output devices whose location information is stored in said memory device. 

Claim 25. The E-mail controlling system according to claim 15 wherein said 
selecting device includes: 

a list preparing device preparing a list of image output devices within a certain 
distance from said portable terminal unit; 

a list transmitting device transmitting the list prepared by said list preparing 
device to said portable terminal unit; and 

a selection instruction receiving device receiving an instruction specifying one 
of the image output devices in the list. 

Claim 26. The E-mail controlling system according to claim 15 wherein said 
data transmitting device transmits the data to an image output device specified by an 
IP address. 

Claim 27. The E-mail controlling system according to claim 15 wherein said 
data transmitting device transmits the data to an image output device specified by a 
telephone number. 
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Claim 28. The E-mail controlling system according to claim 15 wherein 
communication between said E-mail transmitting device and said portable terminal 
unit is conducted indirectly via another E-mail controlling system. 

Claim 29. The E-mail controlling system according to claim 15 wherein said 
data transmitting device transmits at least a portion of the data of the E-mail received 
by the E-mail receiving device to a display selected by the selecting device. 

Claim 30. The E-mail controlling system according to claim 15 wherein said 
data transmitting device transmits at least a portion of the data of the E-mail received 
by the E-mail receiving device to a printer. 

Claim 31. An E-mail controlling system comprising: 

an E-mail receiving device receiving E-mail including a main text portion and 
an attachment file portion and being addressed to a portable terminal unit; 

an E-mail preparing device preparing receipt notice E-mail by removing the 
attachment file portion from the received E-mail; 

an E-mail transmitting device transmitting to said portable terminal unit the 
receipt notice E-mail prepared by said E-mail preparing device and an E-mail 
identifying multiple prospective image output devices; 

an instruction receiving device receiving an E-mail including an instruction 
specifying one of multiple image output devices; 

a converting device converting the attachment file portion into data of a format 
acceptable to the image output device; and 
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a data transmitting device transmitting said data after the conversion to the 
image output device specified by said instruction. 

Claim 37. An E-mail controlling system comprising: 
an E-mail controlling apparatus; 

a portable terminal unit receiving E-mail from said E-mail controlling 
apparatus; and an image output device capable of receiving data from said E-mail 
controlling apparatus; 

said E-mail controlling apparatus including: an E-mail receiving device 
receiving E-mail addressed to said portable terminal unit; an E-mail preparing device 
preparing receipt notice E-mail based on the E-mail received by said E-mail 
receiving device; an E-mail transmitting device transmitting the receipt notice E-mail 
prepared by said E-mail preparing device to said portable terminal unit; a location 
information acquiring device acquiring location information of said portable terminal 
unit; a selecting device selecting one of multiple image output devices on the basis 
of the location information of said portable terminal unit acquired by said position 
acquiring device; a notifying device that sends an E-mail to said portable terminal 
unit containing a notification of the image output device selected by said selecting 
device; and a data transmitting device transmitting at least a portion of the data of 
the E-mail received by the E-mail receiving device to the image output device 
selected by the selecting device; 

said image output device outputting the content of the E-mail based on the 
data received from said E-mail controlling apparatus. 
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Claim 38. An E-mail processing method comprising the steps of: 
receiving E-mail addressed to a certain destination; 
preparing receipt notice E-mail based on the received E-mail; 
transmitting said receipt notice E-mail to said destination; 
acquiring location information of said destination; 

selecting one of multiple image output devices on the basis of the location 
information of said destination acquired; 

sending an E-mail to said destination containing a notification of the selected 
image output device; and 

transmitting at least a portion of the data of the received E-mail to the selected 
image output device. 

Claim 39. An E-mail processing method comprising the steps of: 

receiving E-mail addressed to a portable terminal unit; 

preparing receipt notice E-mail based on the received E-mail; 

transmitting said receipt notice E-mail to said portable terminal unit; 

acquiring location information of said portable terminal unit; 

selecting one of multiple image output devices on the basis of the acquired 
location information of said portable terminal unit; 

sending an E-mail to said portable terminal unit containing a notification of the 
selected image output device; and 

transmitting at least a portion of the data of the received E-mail to the selected 
image output device. 
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Claim 40. A computer-readable medium having a plurality of sequences of 
instructions stored thereon including sequences of instructions which are executed 
by one or more processors to perform the steps of: 

receiving E-mail addressed to a certain destination; 

preparing receipt notice E-mail based on the received E-mail; 

transmitting said receipt notice E-mail to said destination; 

acquiring location information of said destination; 

selecting one of multiple image output devices on the basis of the location 
information of said destination acquired; 

sending an E-mail to said destination containing a notification of the selected 
image output device; and 

transmitting at least a portion of the data of the received E-mail to the selected 
image output device. 

Claim 41 . A computer-readable medium having a plurality of sequences of 
instructions stored thereon including sequences of instructions which are executed 
by one or more processors to perform the steps of: 

receiving E-mail addressed to a portable terminal unit; 

preparing receipt notice E-mail based on the received E-mail ; 

transmitting said receipt notice E-mail to said portable terminal unit; 

acquiring location information of said portable terminal unit; 

selecting one of multiple image output devices on the basis of the acquired 
location information of said portable terminal unit; 

sending an E-mail to said portable terminal unit containing a notification of the 
selected image output device; and 
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transmitting at least a portion of the data of the received E-mail to the selected 
image output device. 

Claim 42. A program product comprising: 
a computer-readable medium; and 

computer program contained on said computer-readable medium for causing 
a computer to execute a process comprising the steps of: 
receiving E-mail addressed to a certain destination; 
preparing receipt notice E-mail based on the received E-mail; 
transmitting said receipt notice E-mail to said destination; 
acquiring location information of said destination; 

selecting one of multiple image output devices on the basis of the location 
information of said destination acquired; 

sending an E-mail to said destination containing a notification of the selected 
image output device; and 

transmitting at least a portion of the data of the received E-mail to the selected 
image output device. 

Claim 43. A program product comprising: 
a computer-readable medium; and 

computer program contained on said computer-readable medium for causing 
a computer to execute a process comprising the steps of: 

receiving E-mail addressed to a portable terminal unit; 
preparing receipt notice E-mail based on the received E-mail; 
transmitting said receipt notice E-mail to said portable terminal unit; 
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acquiring location information of said portable terminal unit; 

selecting one of multiple image output devices on the basis of the acquired 
location information of said portable terminal unit; 

sending an E-mail to said portable terminal unit containing a notification of the 
selected image output device; and 

transmitting at least a portion of the data of the received E-mail to the selected 
image output device. 

Claim 44. An E-mail controlling apparatus comprising: 
a communication interface for sending and receiving E-mails; 
a processor that is responsive to receipt of an E-mail addressed to a certain 
destination through the communication interface, for generating at least one E-mail 
containing a notification of the receipt of the E-mail and information on at least one 
output device to which at least a part of the E-mail is to be outputted, and for 
controlling the communication interface to send the generated one E-mail to said 
certain destination. 

Claim 45. The E-mail controlling apparatus of claim 44, wherein said at least 
one E-mail generated by the processor includes information on multiple prospective 
image output devices, and wherein, upon receipt of an E-mail from the certain 
destination, designating one of the multiple prospective image output devices, the 
processor sends said part of the E-mail to the designated image output device. 

Claim 46. The E-mail controlling apparatus of claim 44, wherein the 
processor separately generates an E-mail containing said notification of the receipt 
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of the E-mail, and an E-mail containing information on at least one output device to 
which at least a part of the E-mail is to be outputted. 

Claim 47. The e-mail controlling system of claim 15, wherein said selecting 
device automatically selects one of said multiple image devices on the basis of the 
location information of said portable terminal unit acquired by said location 
information acquiring device. 
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